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DETAILED ACTION 

1 . This action is responsive to the application filed on November 20, 2001 . 

2. Claims 1-5 have been examined. 

Foreign Priority Date 

3. The foreign priority date considered for this application is January 1 8, 2001 . 

Oath/Declaration 

4. The Office acknowledges receipt of a properly signed oath/declaration filed April 
15, 2002. 

Claim Rejections - 35 USC § 101 

5. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

6. Claims 1-5 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

Statutory subject matter requires two things: 

(1) it must be in the "useful arts," U.S. Const., art. I, 8, cl.8, 

In this instance, the language of the claims raises a question as to whether the 
claims are directed merely to an abstract idea that is not tied to a technological art, 
environment or machine which would result in a practical application producing a useful, 
concrete, and tangible result to form the basis of statutory subject matter under 35 
U.S.C. 101; and if it is, 
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(2) it must not fall within one of the exceptions for "laws of nature, 
physical phenomena and abstract ideas." 

Under the most recent Federal Circuit cases, transformation of data by a 
machine (e.g., computer) is statutory subject matter provided the claims recite a 
"practical application, which produce[s] a useful, concrete and tangible result." 
State St. Bank & Trust Co. v. Signature Fin. Group, Inc. 149 F.3d 1368, 1373, 47 
USPQ2d 1596, 1600-01 (Fed. Cir. 1998). 

Regarding claims 1-4, 

Recite a data transcribing program for representing data from data structures of a mark- 
up language to a data structure of a program language and vice verse. This data 
transcribing program is merely a software entity, i.e., computer program per se. Such 
claimed matter, which is non-functional descriptive material per se, is not statutory 
because while the claim may be (it is noted that structure will not be read into the claim 
for the purposes of the statutory subject matter analysis) in the technological arts, i.e., 
machine, it falls within the exception for abstract ideas. 

Regarding claim 5, 

In this instance, the language of the claim raises a question as to whether the 
claim is directed merely to an abstract idea that is not tied to a technological art, 
environment or machine which would result in a practical application producing a useful, 
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concrete and tangible result to form the basis of statutory subject matter under 35 USC 
101. 

Furthermore, the Office's interpretation of this claim is that it does not expressly 
or implicitly require performance of any of the steps by a machine such as general- 
purpose digital computer. Structure will not be read into the claims for the purpose of 
the statutory subject matter analysis even though the steps might be capable of being 
performed by a machine. 

Appropriate correction is required. 
Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form the basis for the 
rejections under this section made in this Office action: 

8. A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

9. Claims 1-5 are rejected under 35 U.S.C. 102(e) as being anticipated by Corbin 
(US Pat 6,594,823) 

Independent claims 

With respect to claims 1 and 5, Corbin discloses a data transcribing program for 
transcribing data from data structure of a structured document to data structure of a 
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program language(Col 4:1-38, "...each mark-up language... the data structure being 
represented... rendered into any of a number of high-level language source codes..."), 
including codes for executing the steps of: 

acquiring definition information on document structure of said structured document, 
definition information on a structure of said program language(e.g. See Fig. 2 and 
related text), and correspondence information between said document structure of said 
structured document and said structure of said program language, creating, based on 
said acquired information, (Col 5:1-45, "...above-described rules...", e.g. See Figs. 2 and 
3, and related text) 

a flag structure for storing state of said structure of said program language, and a 
structure of said program language corresponding to said flag structure, (Col 5:35-67, 
"...monitoring the status... represents a data structure for holding status information...", 
Col 6:22-34, "...to the state of each machine...") 

and using said created flag structure and said created structure of said program 
language corresponding to said flag structure, thereby transcribing said data from said 
data structure of said structured document to said data structure of said program 
language. (Col 6:43-67, "...a translation program...") 



With respect to claim 2, Corbin discloses A data transcribing program for transcribing 
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data from data structure of a program language to data structure of a structured 
document, (Col 3:57-67, "...a method and system of representing a high-level 
programming language data structure in a mark-up language...") including codes for 
executing the steps of: 

acquiring definition information on document structure of said structured document, 
(e.g. See Fig. 2 and related text) definition information on a structure of said program 
language, and correspondence information between said document structure of said 
structured document and said structure of said program language, creating, based on 
said acquired information, Col 5:1-45, "...above-described rules...", e.g. See Figs. 2 and 
3, and related text) 

a flag structure for storing state of said structure of said program language, and a 
structure of said program language corresponding to said flag structure, (Col 5:35-67, 
"...monitoring the status... represents a data structure for holding status information...", 
Col 6:22-34, "...to the state of each machine...") 

and using said created flag structure and said created structure of said program 
language corresponding to said flag structure, thereby transcribing said data from said 
data structure of said program language to said data structure of said structured 
document. (Col 6:43-67, "...a translation program...") 
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With respect to claim 4, Corbin discloses A program for converting data structure in an 
inter-enterprise system, wherein data structure of a structured document used in 
common among said enterprises is determined in advance(Col 3:1-35, "...enterprise- 
wide computer networks..."), including codes for executing the steps of: 

acquiring definition information on said data structure of said structured document used 
among said enterprises, definition information on a structure of a program language 
used inside each enterprise(Col 3:5-67, "...enterprise-wide computer networks..."), 
and correspondence information between said data structure of said structured 
document used among said enterprises and said structure of said program language 
used inside said each enterprise, creating, based on said acquired information, (Col 5:1- 
45, "...above-described rules... ",e.g. See Figs. 2 and 3, and related text) 

a flag structure for storing state of said structure of said program language, and a 
structure of said program language corresponding to said flag structure, (Col 5:35-67, 
"...monitoring the status... represents a data structure for holding status information...", 
Col 6:22-34, "...to the state of each machine...") 

and using said created flag structure and said created structure of said program 
language corresponding to said flag structure. (Col 6:43-67, "...a translation 
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Dependent claim 

With respect to claim 3, the rejection of claim 1 is incorporated and further, Corbin 
discloses that said flag structure includes presence or absence of said data, number of 
occurrences of said data, type of said data, and length of said data, said data being 
included in said structure of said program language. (Col 4:21-51, "...contains the 
variable name and the variable type...", Col 6:6-34, "...The types defined...", e.g. See 
Fig. 2 and related text) 

Conclusion 

10. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mark P. Francis whose telephone number is (571) 272- 
7956. The examiner can normally be reached on Mon-Fri 8:00-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kakali Chaki can be reached on (571 ) 272-3719. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Mark P. Francis 



Patent Examiner 
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